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DETAILED ACTION 
Response to Appeal 

1 . Applicants' appeal briefs submitted on March 6, 2006 and June 2, 2006, and Applicants' 
supplement to the appeal brief submitted on August 3, 2006, have been received and carefully 
considered. In view of Applicant's remarks, the finality of the last office action is withdrawn. 

2. Claims 1-36 and 54 are cancelled. Claims 37-47 are withdrawn from consideration. 
Claims 48-53 and 55-58 are currently active. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 48-53 and 55-58 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 48, it is unclear as to the relationship between the "ambient air" in line 3 
and the "atmosphere" set forth in line 1 . 

Regarding claim 50, "the hydrophobic protective material" lacks proper positive 
antecedent basis. 

Claim Rejections - 35 USC §103 
The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

4. Claims 48, 51-53 and 56-58 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dettling (WO 98/02235) in view of Adachi et al. (JP 52-122290). 
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Regarding claims 48 and 53, Dettling discloses a device comprising: an outer surface of a 

motor vehicle component that is exposed to a flow of ambient air (see page 7, lines 8-16), 

wherein said outer surface is coated with a catalyst composition (see page 7, line 17 to page 8, 

line 2). In addition, Dettling (page 15, lines 24-33) discloses that the catalyst composition may 

be protected with, "a porous protective coating", wherein the protective coating comprises, 

"... a protective substance which is stable at temperatures up to 100 °C and is resistant to 
chemicals, salts, dirt and other contaminants which may adversely affect the catalyst 
composition." 

Dettling, however, is silent as to the protective coating comprising, specifically, a porous 
overcoat of carbon. 

Adachi et al. teaches the protection of a catalyst composition with a porous overcoat of 

carbon (i.e., a porous material, including activated carbon; see Abstract; also, applicants' 

translation page 2, paragraph 6). Active carbon is known to be inherently stable at temperatures 

up to 100 °C. In addition, Adachi et al. teaches that by providing a porous overcoat of carbon, 

"... the catalyst component is not poisoned by the compounds of sulfur, lead, calcium, 
nickel and the steam, vanadium compound, nickel compounds, etc. in the waste gas. . . so 
the catalyst activity is maintained stably for a long time." (applicant's translation, page 2, 
paragraph 4). 

"... the compounds of sulfur, phosphorous, lead, etc. are adsorbed selectively to the 
porous material to prevent the adsorption or sticking to the catalyst component and 
prevent the degradation of the catalyst activity. Further, the severe degradation of the 
strength of the catalyst is prevented." (applicant's translation, page 2, paragraph 5). 

It would have been obvious for one of ordinary skill in the art at the time the invention was made 
to substitute a porous overcoat of carbon for the porous protective coating in the apparatus of 
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Dettling, because the porous overcoat of carbon is capable of protecting the catalyst composition 
from poisoning and degradation from a variety of contaminants, as taught by Adachi et al., and 
the substitution of one known protective coating for another known protective coating, on the 
basis of suitability for the intended use, merely involves routine skill in the art. 

Regarding claim 51, Dettling discloses that the catalyst composition is selected from the 
group comprising base metals, precious metals as well as salts and oxides thereof, and 
combination thereof (see page 8, lines 3-19; claim 11). 

Regarding claim 52, Dettling further discloses that the catalyst composition may 
comprise base metals, including manganese, wherein the base metals are typically used in the 
form of oxides." (see page 8, lines 3-10). Although Dettling does not state that the oxide of 
manganese is to comprise, specifically, manganese dioxide, it would have been obvious for one 
of ordinary skill in the art at the time the invention was made to select a catalyst composition 
comprising manganese dioxide in the apparatus of Dettling, on the basis of suitability for the 
intended use, because the Examiner takes Official Notice that manganese dioxide is a well 
known catalyst component used for waste gas purification. 

Regarding claim 56, Dettling discloses that the outer surface is selected from the outer 
surface of radiators, air-conditioner condensers, charge air coolers, transmission coolers, and 
inserted devices (see page 7, lines 8-16; page 10, lines 1-12; page 1 1, lines 6-28). 

Regarding claim 57, Dettling discloses that the catalyst composition is selected from 
manganese dioxide, platinum, palladium, and mixtures thereof (see page 8, lines 3-19; claim 11). 

Regarding claim 58, Dettling discloses a support material selected from ceria, alumina, 
titania, silica, zirconia, and mixtures thereof (see page 8, lines 20-31). 
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5. Claims 49, 50 and 55 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dettling (WO 98/02235) in view of Adachi et al. (JP 52-122290), as applied to claim 48 above, 
and further in view of Okamoto et al. (JP 55-023039). 

The collective teaching of Dettling and Adachi et al. is silent as to at least one layer of a 
hydrophobic protective material overcoating the overcoat of carbon, wherein the hydrophobic 
protective material is capable of substantially preventing liquid water and/or water vapor from 
reaching the catalyst composition or overcoat of carbon. 

Okamoto et al. (Abstract) teaches that the gas adsorption power of activated carbon is 
enhanced by treating the carbon with a water repellent resin, such as PTFE (a fluoropolymer), PP 
or PS, or a water repellant made of a silicon-containing compounds, such as dimethylchloro- 
silane or silicone oil. 

It would have been obvious for one of ordinary skill in the art at the time the invention 
was made to provide at least one layer of a hydrophobic protective material to overcoat the 
porous overcoat of carbon in the modified apparatus of Dettling, on the basis of suitability for the 
intended use, because the hydrophobic protective material prevents the condensation of moisture 
in the carbon pores so that the activated carbon exhibits a stable adsorption power, as taught by 
Okamoto et al. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
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application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

6. Claims 48, 51-53 and 56-58 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 9-19 of U.S. Patent No. 6,190,627 in view of 
Adachi etal. (JP 52-12290). 

U.S. Patent No. 6,190,627 claims a motor vehicle component, e.g., radiator, coated with a 
catalyst material of base metal, precious metal, or manganese oxide, etc. In addition, the catalyst 
material is protected by at least one porous protective material selected from zeolites, clays, 
alumina, high surface area silica containing aluminum oxide, silica containing high surface area 
alumina, titania, zirconia, silica, rare earth oxides and mixtures thereof. U.S. Patent No. 
6,190,627, however, is silent as to whether the porous protective material may comprise carbon. 
The same comments with respect to Adachi et al. apply. 
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7. Claims 49, 50 and 55 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 9-19 of U.S. Patent No. 6,190,627 in view of Adachi 
et al. (JP 52-12290), as applied to claim 48 above, and further in view of Okamoto et al. (JP 55- 
023039). 

U.S. Patent No. 6,190,627 further claims the provision of at least on hydrophobic 
protective material to overcoat the porous protective material. Okamoto et al. (abstract) also 
teaches that the provision of a hydrophobic protective material for overcoating carbon prevents 
the condensation of moisture in the carbon pores so that the carbon exhibits a stable adsorption 
power. Thus, it would have been obvious for one of ordinary skill in the art at the time the 
invention was made to further provide a hydrophobic protective material to overcoat the carbon 
in the modified apparatus of U.S. Patent No. 6,190,627. 

Response to Arguments 

8. Applicants argue that the instant specification establishes the relationship between the 
"ambient air" and the "atmosphere". However, it should be noted that although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). It is suggested that 
the claim be amended to clarify the relationship between the "ambient air" and "atmosphere". 

9. Applicant's arguments with respect to claims 48-53 and 55-58 have been considered, but 
they are moot in view of the new ground(s) of rejection, made in view of a reinterpretation of the 
prior art references to Dettling and Adachi et al., and the newly found prior art to Okamoto et al. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer A. Leung whose telephone number is (571) 272-1449. 
The examiner can normally be reached on 9:30 am - 5:30 pm Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn A. Caldarola can be reached on (571) 272-1444. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jennifer A. Leung 
August 14, 2006 rv 




Glenn Caidaroia 
Supervisory Patent Examiner 
Technology Center 1700 



